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1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on December 10, 2008 has been entered. 

2. Claims 29-32 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The language within claims 29-32 is vague and confusing to such an extent that no 
meaningful limitation can be ascribed to them. 

Specifically, it is unclear if applicants are claiming that the pot life is within a range of 
from at least 760 seconds to a time that the viscosity reaches 1000 mPa's and/or if applicants are 
claiming that the pot life ends at 1000 mPa's. 

Furthermore, the language, "a rapid increase in viscosity of at least 808 seconds .... at 
least 816 seconds . renders the claims indefinite for the following reasons. Firstly, the word, 
"rapid" is subjective. Secondly, it is unclear how to correlate the language pertaining to 
viscosity and the time. For example, it is not clear that the language equates to specifying that it 
takes at least 808 seconds for the viscosity to reach 2000 mPa's. 

Lastly, since viscosities are recognized as being highly temperature dependent, the 
claiming of viscosities absent a temperature condition renders the claims indefinite, because the 
values are virtually meaningless in terms of further limiting the claims. 
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3. Claims 29-32 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Adequate support has not been provided for the full scope of the subject matter of claims 
29-32. Applicants have stated that support stems from Table 4; however, the results set forth 
within Table 4 are based upon compositions that are of a far more narrow scope than those set 
forth within the claims. For example, all of the results within Table 4 are based upon a MDI 
prepolymer of a specific composition set forth within Table 3. Furthermore, only a limited 
number of catalyst-acid species in specific amounts are set forth within Table 4; however, the 
claims encompass a much larger combination of catalyst acid combinations. Furthermore, given 
that a limited number of compositions are set forth within Table 4 and that only a single set of 
data points is set forth for each composition, it has not been established that applicants were in 
possession of the claimed time ranges. There is simply insufficient evidence on the record to 
establish that applicants were in possession of the full scope of the claims at the time of 
invention. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 20, 23, 24, and 26-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Markusch et al. ('892) in view of Hannah et al. ('659) and Hagio et al. ('104). 

Markusch et al. disclose polyurethane compositions, suitable for use as two- or multiple 
component compositions, wherein the compositions are produced by reacting a polyisocyanate, 
including aromatic polyisocyanate prepolymers, with a polyether polyol, wherein a suitable 
catalyst is disclosed as being acid blocked 1,8-diazabicyclo (5,4,0) undecene-7. See abstract; 
column 2, lines 23+; column 3, lines 51+; column 4, lines 1-33; column 5, lines 23+; column 6; 
column 9, lines 11-15 and 58+; and column 10, lines 1 and 2. 

6. Though Markusch et al. fail to provide additional disclosure concerning the selection of 
the blocking-acid species, Hannah et al. and Hagio et al. disclose suitable acids for the 
production of such acid-blocked catalysts that are considered to encompass those claimed by 
applicants. See column 4, line 65 through column 5, line 27 within Hannah et al. See column 3, 
lines 14-19 within Hagio et al. Accordingly, the position is taken that it would have been 
obvious to use virtually any unsaturated acid that falls within the teachings of the secondary 
reference to block the catalyst of Markusch et al. 
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7. Applicants' response of December 10, 2008 has been considered; and, in response, the 
prior art rejection has been modified. Firstly, despite applicants' arguments, the position is 
taken, given the description of the reactants and utilities, that the use of the name, sealant, versus 
the name, adhesive, is insufficient to distinguish the claims from the prior art. The fact remains 
that compositions of the type claimed inherently function as adhesives and adhesives of the type 
disclosed inherently function as sealants. Secondly, though Hagio et al. has been removed as the 
primary reference due to the instant claiming of the polyether component, the examiner 
maintains that polyisocyanates, as understood within the art, encompass blocked isocyanates. As 
evidence of this, applicants' attention is directed to column 2, lines 33-35 of U.S. Patent 
5,494,994, wherein it is stated, "Suitable polyisocyanates include blocked polyisocyanates . . . 
and/or polyisocyanates which are free from blocking agents." As previously set forth, even if 
blocking agents are excluded, it is not seen that such an exclusion serves to overcome the prior 
art that utilizes blocked isocyanates, since one would reasonably expect from the teachings of the 
references and the general state of the art that the disclosed catalysts would catalyze the reaction 
of virtually any polyisocyanate-polyol reactant mixture. Secondly, the examiner has again 
considered applicants' examples; however, it is not seen that applicants have provided showings 
commensurate in scope with the claims to rebut the prima facie case of obviousness. Despite 
applicants' remarks and amendments, applicants' claims and examples are not commensurate in 
scope in terms of reactants, catalyst species, acid species, quantities of reactants, quantities of 
catalyst, and ratios of catalyst to acid. It has been held that evidence of unexpected results, must 
pertain to the full extent of the subject matter being claimed. In re Ackermann, 170 USPQ 340; 
In re Chupp, 2 USPQ2d 1437; In re Murch, 175 USPQ 89. Accordingly, to overcome a prima 
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facie case of obviousness, the claims must be commensurate in scope with any showing of 
unexpected results. In re Greenfield, 197 USPQ 227. Furthermore, it has been held that a 
limited showing of criticality is insufficient to support a broadly claimed range. In re Lemin, 161 
USPQ 288; In re Kulling, 14 USPQ2d 1056. For example, it is noted that applicants' results in 
Table 4 are derived from a specific prepolymer and polyol composition set forth within Table 3; 
however, applicants' claims, as well as the prior art, are not so limited. Since applicants' results 
are directly related to reactivity profiles, it stands to reason that applicants' results would likely 
not be the same for a different prepolymer having a different reactivity or a different poly ether 
having hydroxyl groups of a different reactivity. Accordingly, applicants' results fail to meet the 
aforementioned requirements. In summation, the position is taken that the evidence of 
obviousness outweighs the evidence of non-obviousness. 

Any inquiry concerning this communication should be directed to Rabon Sergent at 
telephone number (571) 272-1079. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



R. Sergent 
December 21, 2008 



